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DETAILED ACTION 
Introduction 

1 . The Examiner has carefully considered Applicants' amendments and remarks 
filed on 1/3/2005. Applicants' amendments to claim 1 , and new claim 10 have been 
entered. 

2. The text of those sections of Title 35. U.S. Code not included in this action can 
be found in a prior Office action. 

3. Rejections not maintained are withdrawn. 

Rejections Based on Prior Art 

4. Claims 1-3, 5-8 and 1 0 are rejected under 35 U.S.C. 1 02(b) as anticipated by or, 
in the alternative, under 35 U.S.C. 103(a) as obvious over Mamish (US 5227225), 
generally as set forth in section 5 of Office action dated 9/29/2004, together with the 
following additional reasoning and response to argument. 

For the purpose of clarification, the Examiner restates the relied upon prior art as 
follows: Mamlsh's invention is directed to methods for preparing masking tapes by 
coating a thin layer of a polyolefinic material onto a lightweight nonwoven cloth and then 
applying a layer of adhesive onto the opposed surface of the nonwoven cloth (Abstract). 
Mamish teaches that the coated polyolefinic backing layer will both coat the surface of 
the cloth and invade its interstices, so that the nonwoven cloth may be said to be 
"embedded" (impregnated) (column 1, lines 56-61). Additionally, the polyolefin backing 
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layer of the masking tape acts as a sealant to the discontinuous nonwoven surface and 

serves as a bamer layer against adhesive migration (column 1 , lines 65-67). 

It is noted that claim 1 has been amended to recite inter alia "... so as to imbue 

the nonwoven fiber material with the thermoplastic resin 

With respect to Applicant's argument "[t]he transitional phrase "consisting of 

excludes any element ... not specified in the claim ... Mamish discloses a masking tape 

consisting essentially of four distinct layers, namely, an outer layer of high density 

polyethylene, an inner layer of low density polyethylene, a nonwoven cloth, and a 

pressure-sensitive adhesive layer." (Remarks, page 5, first paragraph), the Examiner 

c/car/y 

notes that Applicant's argument is eteaty directed to one of the embodiments taught by 
Mamish, it must be noted that Mamish's teaching is not limited by the above-mentioned 
embodiment. Specifically, the Examiner repeats that Mamish teaches methods for 
preparing masking tapes by coating a thin laver of a polvolefinic material onto a 
lightweight nonwoven cloth and then applying a layer of adhesive onto the opposed 
surface of the nonwoven cloth, as set forth above. In particular, Mamish shows in Table 
1 that each of examples 1-4 has a single layer of LDPE coating. As such, Mamish's 
teaching include a single layer coating of thermoplastic resin as well, and the 
transitional phrase "consisting of still fails to exclude Mamish's teachings. Applicant's 
argument to the contrary notwithstanding. 

With respect to Applicant's argument "although Mamish asserts at column 1 , 
lines 56 and 57 "that the nonwoven is not present as a discrete layer", that is 
contradicted by his unequivocal disclosure that the polyolefinic backing layer ... coats 
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the surface of the nonwoven cloth" as well as being mechanically bonded or laminated 
thereto" (column 1 , lines 61-62). In other words, the cloth and the two-layer backing are 
individual layers mechanically attached to each other." (Remarks, page 5, first 
paragraph), the Examiner respectfully notes that Applicant appears to take Mamish's 
teachings in piecemeal and out of context. It should be noted that a complete readino 
of Mamish's teaching at column 1 , lines 56-61 is as follows: "It will of course be 
appreciated that the nonwoven is not present as a discrete layer. Rather, the coated 
polyolefinic backing layer will both coat the surface of the cloth and invade its 
interstices, so that the cloth may be said to be "embedded" in the backing layer as well 
as being mechanically bonded or laminated thereto." As such, Mamish clearly teaches 
a coating of polyolefin onto the surface while at the same time the coating invades the 
interstices (i.e., impregnates) of the cloth. In other words, the cloth and the backing 
layer are not individual layers, Applicant's argument to the contrary notwithstanding. 

With respect to newly amended claim 1, Applicant's argument "the nonwoven 
fiber material is impregnated by dipping or spraying with the thermoplastic resin so as to 
imbue the nonwoven fiber material with the thermoplastic resin ... Support for the term 
"to imbue" is found from the technical meaning of the German word "impragnierung" in 
the original German text filed with the present application ... A German synonym for 
"impragnierung" is "trankung" ... which means "to imbue", "to saturate", "to water" ... 
these definition do not include "to coat", the step used by Mamish to apply his two-layer 
backing onto the nonwoven material. Thus, although the ... backing in Mamish ... may 
invade the interstices of a cloth, that disclosed backing does not impreonate the 
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nonwoven fiber material and does not imbue the nonwoven fiber material with the 
thermoplastic resin" (Remarks, page 7), the Examiner notes that while the amendment 
appears to provide additional information regarding the process, nonetheless, it must be 
noted again (see Office action dated 9/29/2004, page 7) that since the scope of the term 
"imbue" or "impregnation" has not been redefined in the specification, the recitation in 
claim 1 fails to preclude Mamish's teaching, and Examiner again suggests that the 
exact scope of the term "imbue" or "impregnate" of the instant invention, expressed in 
terms of specific structural features imparted by such a process , must be incorporated 
into claim 1 , so as to establish a clear and distinctive patentable feature of the instant 
invention. As such, in the absence of any distinct structural feature imparted by imbuing 
the nonwoven with a thermoplastic, the Examiner repeats that the product-by-process 
limitations "impregnated by dipping or spraying a thermoplastic resin ... to imbue ..." still 
fail to preclude the teachings of Mamish. In other words, Mamish's teachings either 
anticipates, or renders prima facie obvious the instant invention as claimed . Applicant's 
argument to the contrary notwithstanding. 

For Applicant's previous argument that a coating resin with the basis weight of 
one to five g/m^ would not be sufficient for embedding the light-weight nonwoven of 
Mamish, and cannot be applied by the coextrusion process described by Mamish, it is 
noted that Applicant has now submitted EP 0 252 388 as an evidence, and argues that , 
EP '388 describes the difficulties in producing barrier layers with reduced thickness. 
However, the Examiner notes that EP '388 appears to be directed to the thickness 
limitation of a thin coating, and there is nothing related to argument that when the basis 



Application/Control Number: 09/755,884 Page 6 

Art Unit: 1771 

weight of one to five g/m^ it would not be sufficient for embedding tlie light-weiglit 
nonwoven. As such/the Examiner notes that the EP '388 reference appears to be 
irrelevant to the above-mentioned argument. 

Similarly, both the German-language document, entitled "Schichtdicke exakt 
steuern" and dated 10/21/2003, and the Chinese patent CN 1344616 also appear to be 
thickness issue related documents, and irrelevant to the above-mentioned basis-weight 
related argument. 

With respect to Applicant's argument "The minimum layer thickness disclosed by 
Mamish is 1.5 mils (38.1 |am) ...one can compare the minimum layer thickness of 38.1 
lam disclosed by Mamish to the aforementioned prior-art layer limit of about 10 ^im. 
Using the density values according to Mamish, one can calculate a limiting specific 
weight of 9.58 g/m^, which cannot be fallen below according to Mamish. The present 
invention claims a basis weight of impregnation of 1-5 g/m^, which is less than 52% of 
the value calculated for Mamish." (Remarks, page 8-9, bridging paragraph), the 
Examiner notes that, first, while Mamish expressly teaches a preferable thickness range 
for a two-layered backing is about 1 .5-2.0 mils, nowhere does Mamish expressly teach 
a minimum thickness. Second, it is unclear to the Examiner how a basis weight of 9.58 
g/m^ is calculated. Third, even if the calculation is proper, it noted that the 
corresponding thickness is approximately four times greater than the limit of coating 
thickness, i.e., 10 ^im. As such, the Examiner notes that the teachings of prior actually 
appear to support the feasibility of a thinner coating which is well within the instantly 
claimed basis weight of 1-5 g/m^, and renders Applicant's argument invalid. 
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Finally, for new independent claim 10, the Examiner notes that while its 
transitional phrase is "consisting of, since it claims the same elements and limitations 
as claims 1-3 and 5-8, and Mamish also teaches a single layer coating, it is also 
rejected for the reasons as set forth above. 

5, Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Mamish 
(US 5227225) in view of Hansen et al. (US 4133731), generally as set forth in section 6 
of Office action dated 9/29/2004, together with the additional reasoning as set forth 
above. 

Conclusion 

6. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
nrailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .1 36(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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7. Any inquiry concerning this connmunication or earlier communications from ttie 
examiner should be directed to Victor S. Chang whose telephone number is 571-272- 
1474. The examiner can normally be reached on 8:30 - 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Terrel H. Morris can be reached on 571-272-1478. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Victor S Chang 
Examiner 
Art Unit 1771 
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SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 1700 



